FROM SUGHRUE. MI ON 



(MON) 2. 6' 06 18:26/ST. 1 8 : 21 /NO. 42000007 1 2 P 23 



AMENDMENT UNDER 37 C.F.R. § 1.114(c) 

U.S. Application No. 10/000,219 
Attorney Docket No. Q67539 

REMARKS 

i- i i 7 Q- 12 and 15-38 arc all the claims 
Upon entry of the present Amendment, claims 1 , 3-7, 9 12 ana 

^ w i i ?t 24 27 and 30 are amended and new claims 37-48 
pending in the application. Claims 1, 7, 21, 24, 21 ana 

are added. No new matter is presented. 

As a prtfefc., ™«er. A**- ^ no.es ft* -he Examiner has no, re.un.ed .he 
tarn TO/SB/08 a— „Uh .he Infonnauon Closure S— of January 20, 2004. The 

• . a t„ m the form PTO/SB/08 in the next action. 
Examiner is kindly requested to initial and return the form FIW* 

The prior art rejections are summarized as follows: 

, Cairns , , 4. 5-7, 10-12, .7* and 33-3e s.a„d rejeced under 35 U.S.C. , .02(e) as 
al ,e g ed,y andcipa.ed by or, in .he ahernauve, under 35 U.S.C. , 103(a) as aHegedl, obvious over 

Chen (U S. Patent No. 6,368,233). 

2 Cairns 27-29 srand rejected under 35 U.S.C. 1 102(e) as adegedly an.icipa.ed by or, 
,„ the alremahve. under 35 U.S.C. § (03(a) as alleged* obvious over Pe.erson (U.S. Pa.en, Ho. 
6,339,869). 

3. Claims 1. 3-7, 9-12, and 15-23 stand rejected under 35 U.S.C. | 103(a) as allegedly 

w u /ns Patent No 5 961,394) in view of Shaw et al. (U.S. Patent 
being unpatentable over Minabe (U.S. Patent No. o,^ox,o , 

No 5,423,535, hereinafter "Shaw"). 

4. Cairns 30-32 and 34 s.and rejected under 35 U.S.C. 5 (02(e) as aUegeCly anUc.pa.ed 
by or, in .he alternative, under 35 U.S.C. § (03(a) as allegedly obvioua over Oa!y (U.S Pa.en, 
No. 5,971,867). 

The outstanding grounds of rejection are traversed, as discussed below. 
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Claim Rejections - 35 U.S.C. § 102/103 

Claims 1, 4, 5-7, 10-12, 17-26, an* 33-36 as M article* „y or odious over 

Chen. 

As demonstrated by the Mowing, Apphcant submi,s «~ Chen .either anocipares nor 
.caches a„ the hmrrations defmed by these Cairns. For instance. Ca,m . defines A go,f Cob of 
WO od-,ype having a hoUow head body, comprising, *u, * a shaft; and a meta, head attached 
„ the shaft, whe-in the ma.., head compnses a bod, having an opening in which a strtking face 

pre ss taming is p— on t he pfurahty of — 6* are fixed ,og*he, Co form a 
curved surface portion of the striking face member. 

ImrtaUy, Chen does nor reasonably suggest ^iriii^fe— mduding a p.urahty 
of meta, pieces, as Catmeri. In addressing this .imitation of Cairn . , the Exammer reiies on main 

cannot property be interpreted as a striking face member. As shot™ in Figures S and d of Chen, 
the mampieceof me go,f Cob headmCodes recesses for contact w.th a goif ba, However, 

Chenteachesastrikingfacchavmgas^^ 
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U.S. Application No. 10/000,219 
Attorney Docket No. Q67539 

includes a plurality of metal pieces. 

quires W, fixing - *. P^U, of — Pieces bv welding and ,hen performing press 

surfa ce pomon. .n th, grounds of reject. - Examine, — - ™~ 

melto d s such as roH.ng, plashc forming, post-—, press forming and laser 

, „,i„n< ara "well known" is insufficient to establish prima faae 
allegation that process limitations are well Known 

obviousness with respec, to modifying the ao.ua! disclosure of Chen. 

f„ber caught by Chen. Nowhere do, Chen teach Ihat an, portion of the g 0,f C ub head ,s 
lase r welded. asrecuiredhvdmm.HighenergyweMng, such as laser wdding. has a fearure 
weight does no, Ch^ge. since a wdding rod , no, used as wilh conventional welding. That 
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U.S. Application No. 10/000,219 
Attorney Docket No. Q67539 

each member by laser welding after shaping. 

The present application disCosea a method induding punching on. a member from a 

sh „has t heprope fly o f spnngbae,r l is dl f f ,- 1 oma k epa n se,ae« y ,hes a me f orm,s,nce 

each part has a different warp, and gaps between parts vary. 

mother feature of the high energy weldtng is ft. heaf influence to ft. periphery ,s 
^.sinceawtdm of we.dingts ad)usted and.be .eidtng body and the we.ded member •meif 
^portion wherethe body and the member are contacong e*ch other. * contra, —a, 
„e,d,„g,nvo,ve S the formatton of a bead aiong.be we,d,o 8j oi„, This distinction is signify 
for a wood golf club. 

™ dng h, S ideaof.hebeada S u rf aea S inUi.=.,am,nporUonfon«da 1 ong,hebead,occ U rs.Tbe 

pres enc appiicafton can be apphed ,o a q ui.e thin part of mora,, sueb as a wood go« Cub. or ,n 
one exemplary embodiment, the driver head of a wood golf club. 

Moreover, as AppUcan, prnvious* noted, the Examiners statements further evidence 

d « between laser weiding and conventional wetting. See Response of ,uly 22, 2005 at 

pages 5-6. Specifically, the Examiner contends: 

"Exammer agrees that there [are] several distinct advantages of 

using laser welding of metal club parts such as small affect heatmg 
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Attorney Docket No. Q67539 

zone, which tmnimizes corrosion and cracking, and the precision 
of laser welding provide a smooth and continuous weld." 
See Office Action of May 23, 2005 at page 7. 

Chen does no, suggest d- - we.din g is . as d— . - - — 

, he p.eces of U, golf Cub head are simp.y "weUed" <oge,her. However, as d«— — • 
laser ^dmg provides a product wiU, a— ~~- features fro. convenoonaiiy we.ded 

Thus. Chen neither anticipates nor suggests aU d. —a ordain, 1. Accordmgjy. 
^deration and wtthdrawal of the rejecuon of claim 1 is requested. 

With respec, to ciaim 7, Applicant soon** d* ft. above arguments are equally 

„eldin g and .he compounded meta, plate is fabricated by fitting togemer by laser .elding the 
^p.eoessou.a.rnenrouupieoes appear M an outside _ surface of the strfKtng face 
memb „ of Ore Head and ,he plastic woriting is performed on ft. compounded meta, ,o form a 
curved surface portion of the striking face member. 

ofl „ am u m ,and,hereforefat,s,osu gg e S t,heco ra p«undedme,a 1 p l atetba, i sfabrica,ed t hrou g h 
joining a piuraUty of meta! pieces. Pother, Chen does no, teach or suggest laser welding of a 
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Attorney Docket No. Q67539 

p!rfty of pteces ft* - compounded melal P ,a,e on an ouBlde _ surface, nor does Chen 
s U „ g es. p.as,, worhin 8 of *c laser we.ded structum of «he compounded meta, P .a,e ,o form a 
c la surface porfton in .He — Calmed. According - °' 

the rejection of claim 7 is requested. 

Po, s.mdar masons, Applied submits ma, mdependen. Cauns 21 aud 24 a, ,,owab,e 
hefeatures of *ap,-, of - pieces to***-**-"***** 

as ,„ daun 24, are no, .au g h, or suited by Chen. According, ^deration and 
withdrawal of the rejeotion of claims 21 and 24 is requested. 

Fur *er, Appncan, submits that dependent c.aima 4-6. 10-12. 17-20, 22-23, 25-26. 33-40 
„ 43-46 are aUowab.e a, ,eas, b y v.rtue of depend^ from Cairns .. 7, 2. and 24, respect, 

Claims 27-29 as Me s edly annexed by or obvious over Person 
WUh respec, to independent claim 27, Applicant submits that Peterson neither teaches 
„or su gg esrs all the Calm 1— s. Claim 27 defines g o.f Cub of wood-, yP e hav,n g a hollow 
head bod, compose, in^ia, a shaft; and a tneta. head a-ache, to the shaft, wherein the 
m e,a> head comprises a bod y havin g an opemn g in which a aide waU member is disposed, the 

theme.*, piece, appear on an cu* surface of .he s,de wall member and are o*ed to g e,her b y 
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,aser we«. g and press forming is performed on .he pmraHtv of metal pieces ma, are fixed 
together to form a eurved surface portton of the side wall member. 

Even assuming the *» 30 and detachable cap 36. whtch me Examiner analogizes to the 

fora nng performed on the p.orafity o, meta, pteces that are ftxed together .0 form a curved 
suri acepotbon of rhe stde wal, member. As dtscussed above with respect ,0 Chen, ,aser we.dmg 
provi des structural charades o, - pieces .ha, aru joined b, -he laser welding which are 
disttnc, from a con— we,d. Pcetaon does no. suggest .ha. .he cap is ,a S er we,ded 

to the skirt. 

fr o m ,hebod y 3, S eePe t erson,co 1 .6,„„e S 2 9 , 5 .Thu,Pe.erso„-s,each,ngofe, t hercas,,ng 

from the same mareba, or separarely cons.tuc.ing the cap ts in— w„b the claimed laser 
wc ,din g of the p,ural„y of metal pteces and then press foruting the mera, pi.es .h, are ftxedb, 

ca p ,0 be p^duced of a differen. materia,, .hen me cap womd be separately cons.ruc.ed and .hen 
provide the curved surface portion. 



19 



PAGE 29/38 • RCVD AT 2/6/2006 6:21:26 PM [Eastern Standard Time] ■ SVR:USPTO-EFXRF-6/29 • DNIS:2738300 ■ C8ID:2022937860 • DURATION (mm-ss>: 10-36 



FROM SUGHRUE. MI ON 



(MON) 2. 6' 06 18.29/ST. 18:21 /NO. 420000071 2 P 30 



AMENDMENT UNDER 37 C.F.R. § UM(c) 

U.S. Application No. 10/000,219 
Attorney Docket No. Q67539 

Accord,*, reconsiderarion and w.rhdrawa, of ,„e *cft» of Cairn 27 ia reared, 
p^er, AppUcan. submits tha, depends Cairn* 28-29, 41 and 4, are Ml. a, ,aas, bv 
virtue of depending from claim 27. 

Cfai™ 20-32 and 34 as allegedly anticipated by or obvious over Caly 
WHh respec. ro independent Cairn 30. Applicant submirs tha, Galy fails ro reach or 
sug .es, a,l rhe Cairn For iasraoce, — 30 deHnes a g o,f Cub co raP ris,n 8 a sole 

portion of the sole member. 

porrion 32 is .gi^eMo^ and .hen anached ro rhe so,e plare „. *. <3al y a. eo.. 4. hues 
4,-5, There is no su gg es.io„ rha, ft. arc shaped poruon is ,aser wdded. as claimed, and press 
forml „ g ,3 l he„pe rf onnedon,he,a S e rW e 1 deds t r„c,u re .fnadd,,io„.App,,an,soh ro . lS ,har th e 

above arguments re g ard,n g ,aser we,din g and press formin g of rhe laser welded member, as 
d.scussed above wi* respecl .0 Chen, is likewise applieable lo Oaly. 
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U.S. Application No. 10/000,219 
Attorney Docket No. Q67539 

Accordingly, Galy fails to teach or suggest all the limitations of claim 30, and 
reconsideration and withdrawal of the rejection is requested. Further, Applicant subiruts that 
claims 31-32, 34, 42 and 48 are allowable at least by virtue of depending from claim 30. 



Claim Rejections - 35 U.S.C. § 103 

Claims 1,3-7, 9-12, and 15-23 stand rejected under 35 U.S.C. § 103(a) as allegedly being 
unpatentable overMinabe in view of Shaw. Applicant respectfully traverses. 

In the grounds of rejection, the Examiner alleges that Minabe discloses a wood type golf 
club head comprising a face member, a shaft attached to the metal head wherein the metal head 
comprises a body having an opening in which a striking face member is disposed. However, the 
Examiner concedes that Minabe fails to disclose the striking face member including a plurality of 
metal pieces. See Office Action at pages 3-4. 

To compensate for this deficiency, the Examiner relies on Shaw, which is alleged to teach 
. metal face plate that can be made of one or more components. Previously, Applicant noted that 
Minabe teaches a wood type golf club in which the face member 10 is formed from a single 
piece of metal. Further, Shaw teaches an iron golf club in which the sinking face may have 
multiple components. 

Additionally, Applicant noted that Shaw does not disclose any embodiments other than 
imp-type «Hf clubs . The reference does not mention putters, nor does the reference mention 
wood-type golf clubs. The actual scope Of the teaching of Shaw is clearly evidenced by the 
disclosure of the reference itself. Shaw explicitly states, "An object of the present invention is to 
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U.S. Application No. 10/000,219 
Attorney Docket No. Q67539 

improve the performance characteristics of golf irons." (emphasis added). See Response of July 

22, 2005 at pages 9-10. 

In the Office Action, the Examiner responds by alleging as follows: 

"With respect of that the Shaw's reference is directed to 
'golf irons' not wood-type of golf clubs, Examiner respectfully 
disagrees. Shaw discloses the 'head structure of golf clubs, 
particularly, golf irons and is directed more particularly to club 
heads with varying specific gravity' (Col. 1, lines 16-20)." 
See Office Action at page 7. 

Contrary to the Examiner's rationale, Shaw's statement of the field of the invention is not 
evidence that the actual disclosure of weldmg multiple pieces of a face member of an iron golf 
club is applicable to a wood club head, as in Mmabe. Indeed, the Shaw's statement of the field 
of invention evidences a narrowing of the type, of iron golf club heads to which the disclosure 
applies (i.e., iron club heads with varying specific gravity). This statement in Shaw does not 
support expanding the actual disclosure of the reference. beyond what the reference itself 
contains. As noted previously, the reference does not mention putters, nor does the reference 

mention wood golf club heads. 

In addition, applicant submits that the above arguments regarding the structural 
distinctions and the insufficiency of the allegations that such process are "well known" regarding 
a laser welded member and subsequently press forming or plastic forming the laser welded 
member to provide a curved surface member, such as the striking face member of claims 1 and 7, 
and the plurality of metal pieces on an outside common surface as defined by claim 24, are 
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equally applicable to the present grounds of rejection. Thus, Minabe and Shaw fail to suggest all 
the limitations of these claims. 

Further, Applicant notes that Shaw's welding of an iron golf club head necessarily 
involves a hack oort.on which is not present in a wood golf club. See Shaw at Figs. 29 and 32. 
The present application discloses a method including punching out a member from a sheet, 
performing laser welding and then performing plastic deformation of the laser welded member. 
For example, when press forming or forging is applied to part, for a wood club, a thin sheet has 
the property of spnngback. It is difficult to make parts exactly the same form, since each part 
has a different warp, and gaps between parts vary. The grounds of rejection fail to establish how 
the teaching of an iron type striking face could be modified to be applied to a wood golf club 
head. 

Also, in the Response of July 22, 2005 Applicant again noted that the combination of 
Minabe and Shaw was improper because Minabe clearly teaches a«ay from modifying the face, 
side, top, or bottom surface of a golf club to include multiple pieces, as allegedly taught by 
Shaw, because Minabe explicitly discloses to use of a single piece for each surface. Further, 
Applicant noted that MPEP § 707.07(f) states that "[w]here the applicant traverses any rejection, 
the examiner should, if he or she repeats the rejection, take not of the applicant's argument and 

answer the substance of it." However, in the present Office Action, the Examiner again fails to 

address the teaching away of Minabe. 

Accordingly, the combination Of Minabe and Shaw fails to teach or suggest all the 

features of claims 1, 7 and 21. Reconsideration and withdrawal of the rejection of these claims is 
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requested. Further, Applicant submits that dependent claims 3-6, 9-12, 16-20, 23, 33-34, 37-39 
and 43-45 are allowable at least by virtue of depending from claims 1, 7, and 21, respectively. 

In addition, Applicant submits that dependent claims 3 and 9 are allowable because the 
combination of Minabe and Shaw does not suggest the features recited therein. Claim 3 depends 
from claim 1 and recites the feature of "the metal pieces have different thicknesses." Claim 9 
depends from independent claim 7 and recites "the compounded metal plate is fabricated by 
fixing together metal pieces that have different thicknesses." 

In rejecting these claims, the Examiner concedes that Minabe fails to disclose the features 
of claim 3 and 9. However, the Examiner alleges that Shaw, at col. 2, lines 39-63 teaches metal 
pieces of the face member having different thickness. See Office Action at pages 4-5. 

Applicant respectfully disagrees with the Examiner's contentions that the features of 
claims 3 and 9 are suggested by the combination of Mianbe in view of Shaw. In this regard, 
Applicant notes that the Examiner alleges that "Shaw teaches the face-piece components may 
have a thickness variation in vertical and lateral planes and such geometric configuration 
facilitates proper weight distribution to the club head (Col. 2, bnes 39-63)." However, the 
portion of Shaw relied upon by the Examiner does not mention any variation of thickness. 
Rather, Shaw merely teaches that "multi-component golf iron heads" each having one of more 
face-piece components of low friction and flexuraJ modulus characteristics "minimize spin and 
maximize distance and straightness." See Shaw at col. 2, lines 39-43. 

Moreover, Shaw refers to the thickness of the face component merely in reference to the 
specific gravity of face components for different irons. In this regard, Applicant notes that Shaw 



24 



PAGE 34/38 " RCVD AT 2/6/2006 6:21:26 PM [Eastern Standard Time] " SVR:USPTO-EFXRF-«/29 " DNIS:2738300 * CSIO:2022937860 • DURATION (mro-ss):10-36 



FROM SUGHRUE, MI ON (MON) 2. 6' 06 18:31 /ST. 1 8 : 2 t/NO. 42 0000 07 1 2 P 35 

AMENDMENT UNDER 37 C.F.R. § 1.114(c) 

U.S. Application No. 10/000,219 
Attorney Docket No. Q67539 

teaches that a "low specific gravity face piece component having a thickness winch increases in 
the toe to heel direction provides main body mass for distribution in the toe of the head, and 
conversely, such a face-piece having a thickness which increases in the heel to toe direction 
provides main body mass for distribution in the heal of the head." See Shaw at col. 3, lines 54- 
60. Thus, Shaw teaches that "the center of gravity can be located nearer the toe for the long 
irons and progressively nearer the heel for the short irons." See Shaw at col. 3, lines 60-63. 

Thus, contrary to the Examiner's assertion, Shaw is not teaching that varying the 
thickness of different metal pieces of a striking face member for a golf Cub head provides proper 
weight distribution. Rather, Shaw is simply teaching that different clubs (i.e., long irons and 
short irons) can have a face pi ece with a thickness selected for a desired wetght distribution. 
Therefore, the Examiner is misinterpreting the actual teaching of the Shaw reference and the 
rejection of claims 3 and 9 is improper at least because Shaw fails to teach that the metal pieces 
of a face plate have different thicknesses and the asserted motivation to combine the teaching of 
Shaw and Minabe is improper. Claims 3 and 9 should additionally be allowable for this reason. 

New Claims 

In order to prov,de additional claim coverage merited by the scope of the invention, 
Applicant is adding new claims 37-48. Applicant submits that these claims are allowab.e at least 
by virtue of depending from claims 1, 7, 21, 24, 27 and 30, respectively. 
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Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned attorney at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 




Brian K. Shelton 
Registration No. 50,245 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 

WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 



Date: February 6, 2006 

CERTIFICATION OF FACSIMILE TRANSMISSION 

SU I hereby certify that the above identified correspondence is being facsimile transmitted to 
Examiner Thanh P. DUONG at the Patent and Trademark Office on February 6, 2006 at 571- 
273-8300 (Central Fax). 



Respectfully submitted, 




Brian K. Shelton 
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